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RESPONSE rrr;r .^ 

Assistant Commissioner For Patents I LJi 

Washington DC 20231 

Dear Sir: 

In response to the Office Action dated December 28, 1997 
in the file of the above-identified application, the applicant 
responds with the following remarks and the Declaration 
submitted herewith: 

In the Office Action dated December 18, 1997 in the file 
of this application, the rejection of Claims 1 to 11 under 35 
U.S.C. § 112, first paragraph, for the deposit requirement was 
maintained. This was the only rejection applied by the 
Examiner against the claims of the application. The Examiner 
also indicated, in paragraph 11, that the amendment to the 
claims to recite the limitation to a specific cell line 
designated as R278.5, and compliance with the deposit 
requirement, would place the claims in condition for 
allowance . 

The applicant submits herewith that the Examiner's 
requirement that a deposit be made in conjunction with the 
filing of this application is inappropriate. For similar and 
related reasons, the applicant asserts that the claims of this 
application should not be limited to the exemplary cell line 
R278.5. 

The applicant first wishes to thank the Examiners 
Brumback and Woodward for the telephone interview granted on 
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January 22, 1998 with the undersigned. During that interview, 
arguments related to the deposit requirement and the scope of 
the claims. Those argument are recapitulated in this 
response. Also in the interview, the applicant indicated a 
willingness to supply a Declaration Under 37 C.F.R. §1.132, 
containing additional information about the testing which had 
been conducted on the primate embryonic stem cells created in 
the applicant's laboratory. Such a Declaration is submitted 
herewith. 

In the Declaration, inventor Dr. James Thomson provides 
additional information about the numerous other cell lines 
created through the procedures described in this patent 
application. Dr. Thomson believes, based on experimental and 
research evidence so far, that it is readily possible to 
recreate any number of independent primate embryonic stem cell 
lines using the methods described in the present patent 
application. While his laboratory has not tested every cell 
line so far created for every one of the criteria described in 
the application, all the criteria have been applied to some of 
the cell lines no negative results have been obtained from the 
cell lines identified. These cell lines also have a 
distinctive morphology which is reproducible, recognizable and 
distinguishable. In short, it is readily possible to make any 
number of cell lines using the methods of the present 
invention which cell lines meet the limitations contained in 
the claims of the present application. 

As regard the deposit requirement imposed by the 
Examiner, please note that no claim in this application claims 
any specific cell line. This is not an accident. The 
applicant does not believe that any particular one of the 
embryonic cell lines created by the applicant is particularly 
more valuable than any other. What the applicant has done 
here is describe a methodology which can be used to create any 
number of cell lines having defined characteristics. 
Accordingly, since the methods described for creating those 
cell lines are carefully described in the specification, and 
since the specification may be followed to create any desired 
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number of such cell lines, it is the applicant's understanding 
that a deposit should not be required, since the application 
itself is fully enabling for the invention described. 

Similarly, the applicant believes that the claims of the 
present invention cover subject matter beyond the exemplified 
cell line R278.5. The applicant's disclosure defines a 
methodology to create any number of other cell lines having 
similar useful characteristics. It is for that reason, that 
the claims describe primate embryonic cell lines by those 
characteristics, which characteristics define the cell lines 
created to be unique and distinct from those which had 
previously existed in the art. The cell lines created through 
the methodology of the present specification have been 
explicitly described in the claims by those characteristics 
which make them unique. Accordingly, it is believed that the 
claims ought to be broader than the one exemplified cell line 
R278.5, and should encompass the other cell lines created by 
the methodologies described in the application. 

For that reason, it is requested that the Examiner 
reconsider the merits of this rejection. It is believed by 
the applicant that no deposit is necessary to enable this 
application and further that the claims as they are presently 
pending are properly commensurate with the scope of what has 
been enabled by this application. 



Respectfully submitted, 




^■Keg. Ncy^27,386 

Attorney for Applicant 
QUARLES 8c BRADY 
P.O. Box 2113 
Madison, WI 53701-2113 
(608) 251-5000 
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